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Internet advertising and the use of search engines 
throws up some interesting questions regarding 

what constitutes trademark infringement.  
Thomas George and Himanshu Bagai explain.

Keyword triggering has become a linchpin of 
advertising and revenue sharing strategy on the 
Internet for search engines. Search engines permit 
advertisers to ‘buy’ keywords, which may include 
the trademark-protected terms of commercial 
competitors. Search engines such as Google refer 
to this service as ‘AdWords’.

AdWords allow advertisers to buy particular 
words—even trademark-protected terms—so 
that whenever that word is searched, the 
advertiser’s link appears on the search results 
page. Advertisements that appear on the right-
hand side of the search page are demarcated as 
‘sponsored links’.

This model of advertising, which is predominant 
for Web search, is called ‘contextual advertising’. 
For example, if a user in India searches for the 
well-known Indian trademark TATA using a 
search engine such as Google, the search results 

page lists links that lead to various websites 
belonging to companies of the TATA group. 
The first link leads to videos of the launch of the 
TATA Nano.

However, the search results page also shows 
various sponsored links on the right-hand side 
that provide links to websites not belonging 
to the TATA group of companies. Only one 
link leads to tataindicom.com, which is the 
telecommunications arm of the TATA group. Two 
links take the user to www.marutisuzukiastar.
com and www.mahindrascorpio.com, both 
competitors of TATA in the automobiles sector. 
One link leads to www.monsterindia.com, which 
promises jobs with the TATA group of companies, 
and another leads to a website that offers schemes 
to make money whilst sitting at home.

The question is whether such an offer of sale 
or sale of the trademark TATA and such use 
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of the trademark by advertisers amounts to 
misrepresentation in commercial advertising, 
dilution of trademark, loss of reputation, 
interference with prospective economic 
advantage, unjust enrichment and, importantly, 
trademark infringement. 

Various jurisdictions have taken different 
opinions on the legality of such keyword-
triggered advertising activities of the search 
engines. The legality of the keyword-triggered 
advertising activity of any search engine is yet to 
be determined before the Indian courts.

The key function of a trademark is to indicate the 
source or origin of goods and services. The tort of 
passing off is committed if the offending trader 
(advertiser) applies an established trademark 
in such a manner so as to cause confusion or 
deception in the mind of the consumers regarding 
the source or origin of the goods.

As laid down by a catena of decisions of the 
Supreme Court of India, to bring a successful 
action for passing off, the plaintiff has to 
demonstrate that: there is goodwill associated 
with the mark; there is misrepresentation of the 
mark; and there is confusion or likelihood of 
confusion or deception.

The term misrepresentation does not mean that the 
owner of the trademark has to prove any malafide 
intention on the part of the advertiser; rather, what 
has to be established is the likelihood of confusion 
in the minds of the public (the word ‘public’ being 
understood to mean actual or potential customers 
or users) that the goods or services offered by 
the advertiser are the goods or services of the 
trademark owner (TATA, in the example above). 

According to the Pew Internet & American 
Life Project’s Search Engine Users Survey 2005, 
62 percent of search engine users are unaware 
of the distinction between search results and 
advertisements. If this is the case for countries 
such as the US, which has a much higher rate of 
Internet literacy, it would likely be even higher 
for a country such as India, where the Internet is 
a much more recent phenomenon.

It is possibly for this reason that the High Court 
of Delhi, in the case of Yahoo v. Akash Arora, said 
that: “Even if an individual is a sophisticated user 
of the Internet, he may be an unsophisticated 
consumer of information and such a person 
may find his/her way to the defendant Internet 
site which provides almost similar type of 
information as that of the plaintiff and thereby 
confusion could be created in the mind of the said 
person who intends to visit the Internet site of the 
plaintiff, but, in fact reaches the Internet site of 
the defendant.” 

When a user searches for TATA, the 
advertisements prominently display various links 
that use the trademark TATA. Confusion is bound 
to arise in the minds of the consumer that the two 
links (to competitors’ websites) are related or 
originate from the same stable or disclose some 
nexus or association. 

With regard to the third issue—loss or the 
likelihood of loss—it is well settled that the owner 
of the trademark does not have to prove that he 
has actually suffered damage by loss of business. 
Thus, in the above example, if a user visits a 
sponsored link thinking it to be part of the same 
stable as TATA, and even if the confusion dispels 
after he reaches that advertised site, the advertiser 
will have gained unfairly from the goodwill 
associated with the TATA group.

Dilution of a mark has been incorporated by way 
of Section 29(4) of the Act, according to which 
a registered trademark is infringed by a person 
who uses in the course of the trade a mark that:  
“(a) is identical with or similar to the registered 
trade mark; (b) is used in relation to goods 
or services which are not similar to those for 
which the trade mark is registered; and (c) the 
registered trade mark has a reputation in India 
and the use of the mark without due cause takes 
unfair advantage of or is detrimental to, the 
distinctive character or repute of the registered 
trade mark.”

Dilution is broadly understood as harm to a 
trademark by lessening its ability to distinguish 
goods or services in the market, the same being a 
radical departure from consumer confusion.

Under the Trademarks Act, 1999 (the Act), a 
trademark is infringed (Section 29 of the Act) by 
a person who not being a registered proprietor of 
the mark uses in the course of trade a mark similar 
or identical to such registered trademark. Further, 
for the purpose of infringement under Section 
29(6) of the Act, “use of registered trademark 
on business papers or in advertising…” would 
amount to use of a registered mark.

It is also worth noting the strict stand that the 
Act takes vis-à-vis infringement by advertising 
under Section 29(8) of the Act. Hence, it is safe 
to suggest that use of the TATA trademark under 
the sponsored links may amount to infringement 
under Indian trademark law. The question, 
however, remains whether a search engine, such 
as Google, can be held liable for its AdWords 
advertising programme. 

Section 29(7) of the Act reads: “A registered 
trademark is infringed by a person who applies 
such registered trade mark to a material intended 
to be used for labelling or packaging goods, 
as a business paper, or for advertising goods or 
services, provided such person, when he applied 
the mark, knew or had reason to believe that the 
application of the mark was not duly authorised 
by the proprietor or a licensee.”

The burden here shifts to the person who applies 
the registered trademark for advertising goods 
or services, in case such person was aware of 
the unauthorised application of the mark for 
advertising purposes. 

Search engines such as Google have recently 
been defending various claims filed by trademark 
owners for displaying advertisements in response 
to user queries that include trademarks. For 
instance, in Germany, the German Federal Court 
of Justice is yet to come up with a decision on 
AdWords. However, it has held in the past that 
the use of a trademark as a meta-tag constitutes 
trademark infringement and that even if the 
trademark itself is not displayed, there can be a 
trademark use.

If the courts were to adopt pari-materia 
considerations, it could very well be the end of 
the AdWords business in Germany for Google. 
Germany’s Federal Court of Justice in a recent 
dispute between two adult products retailers 
referred the issue of whether the use of keywords to 
trigger searches amounts to use of such trademarks 
to the European Court of Justice (ECJ).

The Supreme Court in Austria has held that the 
use of a trademark as a keyword infringes the 
rights of the owner and had reasoned that the 
users could get the wrong impression that the 
advertiser is closely connected to the owner of 

“�The tort of 
passing off is 
committed if the 
offending trader 
(advertiser) applies 
an established 
trademark in such 
a manner so as to 
cause confusion 
or deception 
in the mind of 
the consumers 
regarding the 
source or origin 
of the goods.”


